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DETAILED ACTION 

Response to Amendment 

This is in response to the amendments filed on 11/13/07, claims 1 and 4-19 
have been amended, and claim has been added. Claims 1 - 20 are now pending in the 
current application. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Marks (U.S. 2003/0157981) in view of Luciano (U.S. 6,050,895). 

2. Regarding claims 1 and 6, Marks discloses a method of conducting a wagering 
game on a gaming machine, comprising: receiving a wager from a player to initiate play 
of the wagering game (para. 001 8); randomly selecting a plurality of symbols to form a 
first array (para. 0018); displaying the first array (para. 0018); identifying winning 
symbols in the first array that form any first winning combination (para. 0019); awarding 
the player for the first winning combination in the first array (para. 0019); replacing one 
or more of the winning symbols in the first array that form the first winning combination 
with a randomly determined replacement symbol to form a second array (para. 0019); 
displaying the second array (para. 0019); identifying winning symbols in the second 
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array that form any second winning combination (para. 0019); and awarding the player 
for the second winning combination in the second array (para. 0019). 

Regarding claim 2, Marks discloses wherein less than all of the winning symbols 
that form the first winning combination are replaced (para. 0089). 

Regarding claim 3, Marks discloses wherein a wild symbol is one of the winning 
symbols forming the first winning combination (para. 0085-86) and is not replaced (para. 
0089). 

Regarding claims 4, 5, 13, and 16, Marks discloses a gaming machine and 
method of conducting a wagering that includes a basic wagering game and a bonus 
wagering game that has a pay structure that is paid in accordance with a pay table, (col. 
2, lines 45 - 50, col. 4, lines 14-17, and col. 11, lines 10-13), but is silent on the issue 
of containing a second pay table. In a related art, however, Luciano provides a gaming 
device that teaches the use of a second pay table (col. 7, lines 20 - 25). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of invention to 
combine the teachings of Luciano into the art disclosed by Marks in order to provide 
different odds of winning rewards or prizes. 

Regarding claims 7 and 8, Marks discloses a method of conducting a wagering 
game on a gaming machine, comprising: receiving a wager from a player to initiate play 
of the wagering game (para. 001 8); randomly selecting a plurality of symbols to form a 
first array (para. 0018); displaying the first array (para. 0018); identifying any first 
winning pay line (para. 0004 and 0019); awarding the player for the first winning pay line 
in the first array (para. 0004 and 0019); randomly determining a replacement symbol for 



Application/Control Number: 10/712,951 Page 4 

Art Unit: 3714 

each of the symbols on the first winning pay line in the first array (para. 0052); replacing 
one or more of the symbols on the first winning pay line in the first array with the 
randomly determined replacement symbols to form a second array (para. 0077); 
displaying the second array (para. 0019); and awarding the player for any second 
winning pay line in the second array (para. 0019), but is silent on the issue of containing 
a second pay table. In a related art, however, Luciano provides a gaming device that 
teaches the use of a second pay table that could used as the pay table for the bonus 
game (col. 7, lines 20 - 25). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time of invention to combine the teachings of Luciano into the art 
disclosed by Marks in order to provide different odds of winning rewards or prizes. 

Regarding claim 9, Marks discloses a method of conducting a wagering game 
that discloses a wild symbol as a winning symbol on at least one of any winning 
combination and second winning combination along one or more pay lines (col. 3, lines 
9-14). 

Regarding claims 10, 17, and 18, Marks discloses a method of conducting a 
wagering game on a gaming machine, comprising: receiving a wager from a player to 
initiate play of the wagering game (para. 0018); randomly selecting a plurality of 
symbols to form a first array (para. 0018); displaying the first array (para. 0018); 
identifying a first winning symbol in the first array that creates any first winning outcome 
(para. 0019); awarding the player for the first winning outcome (para. 0019); replacing 
the first winning symbol with a randomly determined first replacement symbol to form a 
second array (para. 0019); displaying the second array (para. 0019); identifying a 



Application/Control Number: 10/712,951 Page 5 

Art Unit: 3714 

second winning symbol in the second array that creates any second winning outcome 
(para. 001 9); and awarding the player for the second winning outcome (para. 001 9); 
and a data input apparatus that is used to receive the player selections of at least one of 
the plurality of pay lines (col. 4, lines 43 - 45). 

Regarding claim 1 1 , Marks discloses further including: replacing the second 
winning symbol with a randomly determined second replacement symbol to form a third 
array (para.0019); displaying the third array (para. 0019); identifying a third winning 
symbol in the third array that forms any third winning outcome (para. 0019); and 
awarding the player for the third winning outcome (para. 001 9). 

Regarding claims 12, 15, and 19, Marks discloses a gaming machine for 
conducting a wagering game on a gaming machine, comprising: receiving a wager from 
a player to initiate play of the wagering game (para. 0018); randomly selecting a 
plurality of symbols to form a first array (para. 0018); displaying the first array (para. 
0018); identifying at least one start-bonus symbol in the first array (para. 0005); 
replacing each start-bonus symbol with a randomly determined replacement symbol to 
form a second array (para. 0019); displaying the second array (para. 0019); identifying 
any winning bonus game outcome in the second array (para. 0019); and awarding the 
player for the winning bonus game outcome (para. 001 9), but is silent on the issue of 
containing a second pay table. In a related art, however, Luciano provides a gaming 
device that teaches the use of a second pay table that could used as the pay table for 
the bonus game (col. 7, lines 20 - 25). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of invention to combine the teachings of Luciano into 
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the art disclosed by Marks in order to provide different odds of winning rewards or 
prizes. 

Regarding claim 14, Marks discloses a gaming machine for conducting a 
wagering game on a gaming machine, comprising: receiving a wager from a player to 
initiate play of the wagering game (para. 0018); randomly selecting a plurality of 
symbols to form a first array (para. 0018); displaying the first array (para. 0018); 
identifying winning symbols in the first array that form a scatter pay (para. 0019 and 
0087-88); awarding the player for the scatter pay in the first array (para. 0088); 
replacing each of the winning symbols with a randomly determined replacement symbol 
to form a second array (para. 0019); 

displaying the second array (para. 0019); and awarding the player for a wining outcome 
in the second array (para. 0019). 

Regarding claim 20, Marks discloses a computer readable storage medium that 
is capable of being encoded with instructions for performing the tasks of the gaming 
system (col. 5, lines 50 - 55). 

Response to Arguments 

3. Applicant's arguments filed 1 1 /1 3/07 have been fully considered but they are not 
persuasive. Regarding claims 1 - 3, 6, 9 - 11, and 14, applicants' states that "Marks 
fails to disclose any pre-defined pay lines t hat are associated with Marks wagering 
game." The examiner respectfully disagrees. In col. 1 , lines 50 - 55, Marks states that 
"for each winning outcome, which may be predetermined symbol combinations along 
any enabled pay line for the machine or a set of predetermined scattered symbols, the 
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processor issues an award to the player." The examiner interprets the enabled pay line 
as being selected by the player of the gaming machine, thus making it a pre-defined 
player-selectable pay line. For reasons stated above, the arguments are deemed not to 
be persuasive. 

4. Applicant's arguments with respect to claims 4, 5, 7, 8, 12, 13, 15, 16, and 19 
have been considered but are moot in view of the new ground(s) of rejection. 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric M. Thomas whose telephone number is (571) 272- 
1699. The examiner can normally be reached on 7a.m. - 3p.m. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pezzuto can be reached on (571) 272-6996. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



